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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 

Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 

Digest, vols. 15-26, inc. (either binding) 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Diaegsrt. 
Transportation extra. 


Tue Unirep States Trape-Mark AssociATIoN, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 


Address all communications to 32 Nassau Street, 


New York City. 
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FORD MOTOR CO. V. HELMS 57 


Forp Motor Company v. Hews er av. doing business as HELMs 


BrovrHeErRsS 


United States District Court, Eastern District of New York 
December 20, 1938 


Unrarr Competit11ion—“Forp”—MiIsteapinGc Use or Corporate NAME. 

The use by defendants on an illuminated sign advertising their auto- 
mobile repair shop of the words “Ford Repairs” in prominent letters 
with the phrase “We Repair Ford Cars and do not act as Authorized 
Dealers” in small lettering was enjoined as unfair competition, as thereby 
defendants gave the impression that they repaired Ford cars exclusively, 
and were so authorized by the plaintiff. 

Unrain Competition—Svi:s—Decree-Form or Notice. 

In the case at issue the use by defendants of the notice “Repairs 
made to Ford and other cars—not an authorized service station,” all in 
uniform lettering, was suggested as fair to both parties. 


In equity. Action for unfair competition in the use of a cor- 


porate name. Injunction granted. 


Hurd, Hamlin & Hubbell (Edward E. Weadock and Henry M. 
Noe, of counsel), all of New York City, for plaintiff. 
Frederick A. Wiehl, of New York City, for defendants. 


Byers, D. J.: This is a motion for a temporary injunction 


touching the display by defendants of a large vertical neon sign 
over the street in front of their building, reading “Ford”’ in block 
letters; extending laterally and inward therefrom in letters some- 
what smaller is the word “Repairs.”” Whether the latter addition is 
a neon sign does not clearly appear, although the moving affidavit 
says “the qualifying words cannot be illuminated at night.” 


Under the word “‘Repairs’’ on the lateral arm, the sign contains 
the following: ““We Repair Ford Cars And do not Act as Authorized 
Dealers.” 

The latter phrase is visible by daylight, but is obviously sub- 
ordinate to the original sign and, because of its relative insignificance 
compared with the “Ford” sign, might well escape the attention of all 
but the most alert of intending customers. 

Apparently, the horizontal display was added shortly prior to 
the institution of this cause, and in response to plaintiff's protests 


communicated to the defendants by attorneys for plaintiff. 
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The motion is resisted on the ground that a trial may be had in 
this court at an early date, and that the defendants’ enterprise is not 
so conducted as to give rise to unfair competition with the plaintiff. 

The plaintiff seeks to protect its recognized good-will and 
trade-marks from the loss that might come to it through the false 


assumption by the owners of cars of its manufacture that the de- 


fendants maintain an authorized “service station’’ where repairs 


upon Ford cars are made by those who have been selected by the 
plaintiff as competent to do that; and where authentic parts of the 
plaintiff's manufacture are used for necessary replacements. 

For the defendants, it is not denied that there is a recognized 
status generally accorded to service stations which specialize in re- 
pairs to Ford cars, as also with reference to automobiles of other 
manufacture. 

Common knowledge would speedily devitalize any such denial. 

The integrity of such service stations is important alike to the 
users and to the manufacturers of any well-known make of cars, 
and consequently the interests of the latter are at stake in the 
preservation of that integrity. 

It is equally clear that the defendants have the right to repair 
cars of the plaintiff's and others’ manufacture, and to tell the public 
that such is their calling. But they may not do it under any guise 
which would create or reasonably tend to create the impression that 
they repair Ford cars only (if that is not the truth—and it was said 
not to be by their attorney at argument) as a Ford service station; 
or that they are authorized dealers in Ford cars. 

Plaintiff's Exhibit ““B” is a photograph showing the defendants’ 
place of business, and the signs of which an attempted description 
has been given. The word “Ford” is the striking display, and the 
word “Repairs” is prominent, perhaps adequately so if illuminated 
during the hours of darkness. 

The other words are relatively obscure and are not so displayed 
as to be consistent with the good faith asserted for the defendants. 

It is concluded that the plaintiff need not await the outcome of 


the trial to protect its clear interest in and responsibility for the 





CARON CORP. V. MAISON JEURELLE-SEVENTEEN, INC. 


proper maintenance of service stations selected, supervised and 
equipped as to parts by it, but may have a temporary injunction, 
upon giving $1,000.00 security, to the following effect. 

1. The defendants are to be enjoined from displaying the word 
“Ford” alone in any sign whatever. 

2. The defendants are to be enjoined from using the word 
“Ford” in any sign in which the qualifying phrase “We do not act 
as authorized dealers, or conduct a Ford authorized service station,” 


does not appear in letters which are as large and as visible at all 


times, as any other letters appearing upon the sign. 


It is suggested that one sign of uniform sized letters, reading: 
“Repairs made to Ford and other cars—not an authorized service 
station,” would be fair to both parties. 

Settle order. 


Caron CorRPORATION v. MAISON JEURELLE-SEVENTEEN, INC. ET AL. 
United States District Court, Southern District, New York 
September 7, 1938 


Trapve-Marks—“Barn pE CHAMPAGNE” AND “Baty Movusseux”—Non-Con- 
FLICTING MARKs. 

A trade-mark consisting of the words “Bain de Champagne” held 
not to be confusingly similar to the words “Bain Mousseux,” both marks 
being used on bath salts. 

Trape-Marks—“Ba:n”—Descriprive or Baru Satrts. 

The word “Bain,” held descriptive and not a proper trade-mark, 
although when used in connection with “Champagne,” in the phrase 
“Bain de Champagne,” it may be a good trade-mark. 

TrapE-Marks—Pvurpose oF STaTurEe. 

The purpose of the trade-mark law is not to prevent the manufacture 
and sale of competitive articles, but rather to protect the public in its 
right of choice of competing articles and the property rights of the owner 
in his mark. 

Unrair Competirion—lI aBets anp ConTAINERS—-DIsTINGUISHING FEATURES. 

Where defendant’s label and container used in the sale of its bath 
salts under the trade-mark “Bain Mousseux” were each distinctly differ- 
ent from plaintiff’s label and container used in the sale of its “Bain de 
Champagne” bath salts, it was held that there was no unfair competition. 
However, to prevent any remote chance of confusion, defendant was en- 


joined from using the word “champagne” on the slip packed with its 
product. 





TWENTY-NINTH TRADE-MARK REPORTER 


In equity. Action for alleged trade-mark infringement and un- 
fair competition. Bill dismissed as to trade-mark infringement; 


allowed in part as to unfair competition. 


Evarts, Choate, Curtin & Leon (Maurice Leon, of counsel), all 
of New York City, for plaintiff. 

Houguet, Neary & Campbell (Worthington Campbell and Gran- 
ville Brunbaugh, of counsel), all of New York City, for de- 
fendants. 


Cxiancy, D. J.: This is a motion for a preliminary injunction in 


an action alleging infringement of a trade-mark and unfair competi- 
tion. 

The plaintiff, Caron Corporation, has been manufacturing and 
selling, in bottles, a perfumed bath preparation, known as “Bain de 
Champagne.” ‘The defendant, Maison Jeurelle-Seventeen, Inc., 
has been manufacturing and selling, in bottles, a perfumed bath 
preparation, known as “Bain Mousseux.’”’ ‘‘Mousseux’’ is translated 
as “sparkling.” 

Both of these products are intended to be used in the bath and in 
this respect are similar. However, the respective reactions of each 
with water have not been fully set forth. The defendant's product 
apparently conveys a sparkling or effervescence to the bath. The 
plaintiff does not claim a similar effect for its product and its at- 
torney admitted on the argument that no such effect was produced. 

The bottle in which the plaintiff in marketing its product is 
claimed to be of the champagne bottle type, and is constructed of 
transparent glass. In fact, the bottle and its contents are fully 
transparent. The bottle is wider in the middle than at the base. It 
has a label which almost completely encircles the base of the bottle 
and contains the legend “Bain de Champagne Caron” on one line. 
The upper edge of this label rises higher above the base in the front 
than at the rear. In addition to the name, the label contains an 
artistic illustration of a bath, done in various tones of brown on 
white, which covers its entire surface. There is an ovate mono- 
grammed label, in the same color scheme, attached to the base of the 


neck of the bottle, being part of a straplike strip, in like coloring. 
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which circumscribes the bottle at that point. There is gold leaf 
immediately above this strap, completely encasing the neck and 
cork. The corks of the bottles offered as exhibits are not of a bul- 
bous shape, although the plaintiff’s brief appears to assume that 
they are and some of its exhibits bearing date, 1928, illustrate such a 
cork. 

The defendant's bottle is much larger and is constructed of 
translucent green glass through which the color of the contents of 
the bottle cannot be determined. The sides of the bottle rise per- 
pendicularly from the base. Flush with the base of the bottle and 


encircling a trifle less than one-half of the perimeter of the bottle is 








a rectangular label, bearing the words “Bain Mousseux” in red and 
gold letters, and the word “Jeurelle” in small print below the other 
two. The label is white, bearing fine horizontal gold lines and a gold 
border. On the opposite side of the bottle, near the base, is a small 
red label bearing in white print the words “Use for—bath only.”’ 
The bottle has a monogrammed label which is entirely circular and 
bears the words “Maison Jeurelle, International Building, Rocke- 
feller Center, New York,” in red letters. 







This monogram is white 
and has a gold border and a bull's eye effect made up of fine gold 
lines. It is sustained by a paper strap that encircles the bottle at its 
neck and which also has horizontal gold lines and a gold border. A 
short distance above the strap, the neck of the bottle is wound with 
gold cord which extends to the top of the bottle, holding down the 


ends of a chamois wrapper which covers the cork, giving it a bulbous 
effect. 
















From these descriptions, it appears that there is no similarity 
whatsoever in the bottles, either in size, character, color, labeling or 
in their general preparation, and, when beheld by the eye, the differ- 
ence is complete. The defendant’s bottle is sold in a wicker basket, 
which, plaintiff claims, is a typical champagne basket. The plain- 
tiff’s article is contained in a cardboard box decorated with criss- 
cross lines which it claims are intended to represent or to convey the 
idea of a wicker basket, but this suggestion the court finds its 
imagination unable to follow. The defendant’s package encloses a 
printed slip of paper describing the product and its use in the fol- 
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lowing language: “Bain Mousseux is a bath oil of rare distinction 
and quality. In addition to bubbling like champagne in the water, 
it perfumes and softens the skin and gives it a feeling of stimulation.” 

Because of discussions between the attorneys and a belated 
change of attorneys by the defendant, the date on which the de- 
fendant was required to submit answering affidavits passed without 
such service. The time to answer the complaint had not transpired 
on the day the motion was argued. Nevertheless, the defendant's 
attorney answered “ready” and argued the motion, relying appar- 
ently on the respective articles of the plaintiff and the defendant, 
exhibited by the plaintiff, and the plaintiff's papers. While the 
court knows of no reason why the allegations in a complaint should be 


binding on a defendant before the time to answer has expired, since 


the defendant has submitted his case, we will accept the complaint 


as an affidavit and its allegations of fact as establishing jurisdiction 
of the court and the matters involved in the plaintiff’s cause of ac- 
tion, except as they may be modified by plaintiff's affidavits, or modi- 
fied, vitiated or contradicted by the plaintiff’s exhibits. City of 
Kankakee v. American Water Supply Co., 199 Fed. 757; North- 
western Stevedoring Co. v. Marshall, 41 F. (2d) 28. Without, 
therefore, assuming to state the law of this case in any way to bind 
the trial judge, but solely for the purpose of deciding this motion, 
we will accept as established by the complaint the jurisdiction of this 
court and the issuance and valid assignment of the plaintiff's trade- 
mark and the plaintiff’s right to its exclusive use. 

From plaintiff's exhibit 1, annexed to the complaint, it appears 
that its trade-mark involved in this motion comprises the words “Bain 
de Champagne” with the “de” and the letter “‘i’’ of the first word 
small letters as in the form on its bottles. Its association with the 
label chosen by the plaintiff or its position on the bottle is not part 
of the trade-mark issued by the Patent Office. Plaintiff has sub- 
mitted affidavits of its business manager in which it claims that 
it has sold its product continuously in interstate and intrastate com 
merce in the United States of America since the year 1924; that the 


product has been advertised in the United States since December. 
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1925, in certain named magazines, and that large sums have been 
spent on this advertising. It does not set forth the amounts ex- 
pended for advertising but sets forth copies of three separate ad- 
vertisements, one of which was published in February and April, 
1928, and the other two respectively in March, 1928, and April and 
August, 1928. 

Comparison of the titles “Bain Mousseux” and “Bain de Cham- 
pagne”’ discloses no similarity in either appearance or sound except 
for the common use of the word “Bain,” meaning “bath.” It is 
apparent that this word, in and of itself, as used, is not the proper 
subject of a copyright but is a descriptive term which is common 
property. J'urner & Seymour Mfg. Co. v. A. & J. Mfg. Co., 20 
F. (2d) 298 [17 T.-M. Rep. 311]; Caron Corporation v. Henri 
Muraour & Cie., 13 F. (2d) 318 [16 T.-M. Rep. 348]; Oakland 
Chemical Co. v. Bookman, 22 F. (2g) 930 [18 T.-M. Rep. 1]. It 
follows that the defendant's use of the word “Bain” could not be an 
infringement and, in fact, to hold it as such would be depriving the 
defendant and the public of their respective rights to have a product 
properly described (Delaware & Hudson Canal Co. v. Clark, 80 
U.S. 311) rather than protecting the right of the plaintiff. How- 
ever, this word used in connection with any other word or words 
might be the subject of a copyright. Selchow v. Baker, 93 N. Y. 59; 
Bennett v. McKinley, 65 Fed. 505. The plaintiff has used the word 
“champagne” in a combination of words which is clearly fanciful 
and not descriptive of its product. Although the word “champagne” 
was originally geographical, the court sees no reason for holding that 
it has not acquired a secondary meaning which is capable of becom- 
ing the basis of a trade-mark under the Angostura cases (120 Fed. 
81 and 149 Fed. 100); French Republic v. Saratoga Vichy Spring 
Co., 191 U. S. 427 and Baglin v. Cusanier Co., 221 U. S. 580 [1 
T.-M. Rep. 147], which, although not directly in point, as here the 
name is being used fancifully and not directly, illustrate that the 
mere fact of a geographical meaning is not necessarily a bar to its 
use as an exclusive trade-mark. From all that appears on this 
motion, plaintiff's assignor may have been the first to combine the 


words “bath” and “champagne” in a non-descriptive name for a 
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bath oil. But, the combination of words used by the defendant is 
really descriptive of its product and does not approach the idea of 
the words used by the plaintiff. Plaintiff contends that the word 
“champagne” connotes a sparkling wine and that the addition by 
defendant of the word “Mousseux”’ to the title of its bath preparation 
invades the sense and the field of meaning comprehended by the word 
“champagne.” It is well to note here that the defendant does not 
use the word “wine.” “Sparkling” is a character of varied and 
numerous products, one of which may be champagne, and the words, 
therefore, become remotely and indirectly associated, but this is 


the full extent of their association. Plaintiff's contention that the 


defendant’s use of the word “‘Mousseux”’ or “Sparkling” immediately 


suggests “champagne,” finds answer in the fact that champagne is 
more often referred to as bubbling than as sparkling and in the 
further fact that the word “spagkling,” if we insist upon applying it 
to wine, associates itself as readily with Burgundy. Plaintiff con- 
tends that its trade-mark conveys to the public a connotation attribut- 
ing to its bath all the enlivening properties understood to be charac- 
teristic of champagne and that “Bain Mousseux,” in suggesting a 
sparkling bath, invades its trade-mark. The incorporation of the 
word “champagne”’ in the title of the plaintiff's bath preparation 
rather connotes luxury than anything else and its use in the title in- 
vites a suggestion that the choice of words had some such genesis. 
Were we to accept the plaintiff's argument, the Patent Office would, 
in issuing its trade-mark, have preempted in the plaintiff's behalf 
the entire fie!d of baths to which a luxurious character is given by 
any preparation claiming any property found in or claimed for 
champagne. 

It follows that cases cited by plaintiff to the effect that infringe- 
ment may be in the suggestion and not in the actual words used do 
not apply and further, those cases invariably involved articles which 
were not otherwise readily distinguishable. The purpose of the 
trade-mark law is not to prevent the manufacture and sale of com- 
petitive articles. Fawcett Publications, Inc. v. Popular Mechanics 
Co., 80 F. (2d) 194 [22 T.-M. Rep. 273]; William R. Warner & 
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Co. v. Eli Lilly Co., 265 U. S. 526 [14 T.- M. Rep. 247]. It is in- 
tended to protect the public in its right of honest choice of compet- 
ing articles and the property rights of an owner in his trade-mark. 
Florence Mfg. Co. v. J. C. Dowd & Co., 178 Fed. 73 [1 T.-M. Rep. 
289]; General Baking Co. v. Gorman, 3 F. (2d) 891 [14 T.-M. Rep. 
167]. 

Plaintiff claims further that the defendant has attempted to con- 
vey by appearance what the plaintiff has conveyed by word. ‘The 
appearance of plaintiff's bottle is more or less commonplace and 
not restricted to the field of wines, much less champagne. In fact, 
the association of the word “sparkling” with Burgundy is accented 
by the fact that there are sparkling Burgundies available which are 
sold in bottles duplicating in size, shape and appearance, the bottle 
used by the defendant and which also have bulbous corks. Affidavits 
of experts are not available to show that either plaintiff's or de- 
fendant’s bottle resembles a champagne bottle, either exclusively or 
otherwise, nor are there any affidavits submitted in reference to the 
use of the type of basket in which defendant distributes its product. 
While it may well be that such baskets are used for champagne, it 
does not appear that they are not used for numerous other products. 
It may have been expected that the court would take judicial notice 
of the bottling and packing of champagnes and their distinctive 
properties, but this we may not and cannot do. 

It, therefore, appears that the plaintiff has not clearly established 
that the defendant’s product in its appearance and containers re- 
sembles anything which is peculiar to champagne and the court may 
well conclude that the bottle, its dress and the basket are in common 
use not only in the sale of various wines but also in other fields. 
Since there is nothing in the use of words or appearances that makes 
a clear case of infringement, the court, in the absence of such a 
showing at this stage of the proceeding, will not find that there has 
been an infringement by the defendant of plaintiff's trade-mark. 
Set-O-T ype Co. v. American Multigraph Co., 55 F. (2d) 800; Na- 
tional Commodities Co. v. Viret, 296 Fed. 664 [14 T.-M. Rep. 261]; 
Lektro-Shave Corporation v. General Shaver Corp., 92 F. (2d) 435 
[28 T.-M. Rep. 284]. 
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The conclusions the court has reached respecting the claim of 
trade-mark infringement apply with like force and effect to the 
claim of unfair competition. Specific instances of damage have 
not been set forth, although plaintiff claims generally that it has 
undergone great expense in advertising and distributing its product 
in the United States. The defendant unquestionably is a going and 
established business concern. Plaintiff presents an affidavit by one 


Leverett, who wrote the defendant for “one bottle of sparkling wine 


bath preparation.” The defendant sent its product. We do not 


have to say whether or not Leverett received what he asked for, but, 
by the admission of the plaintiff's attorney on the argument, he 
would not have received what he asked for if he had received the 
plaintiff's product which does not claim to be a sparkling wine 
bath. This same person applied at the counter of Bonwit Teller 
for a “bottle of sparkling wine bath preparation,’ whereupon the 
clerk produced a bottle of defendant’s product in its bottle and 
basket and then called another employee by telephone to bring 
some $2 and $5 size bottles of “champagne bath.” Another agent 
of the plaintiff mailed the defendant a letter requesting a large 
bottle of “champagne bath” and received the defendant’s bottle 
product encased in a wicker basket. We will not accept these, 
especially in view of the marked dissimilarities of the products, 
as illustrations of an ordinary purchaser being deceived, confused 
or defrauded, as would be required before granting the injunction. 
McLeon v. Fleming, 96 U. S. 245; Howe Scale Co. v. Wyckoff, 198 
U. S. 118; General Baking Co. v. Gorman, supra, Turner & Sey- 
mour Mfg. Co. v. A. & J. Mfg. Co., supra. They illustrate, rather. 
two cases wherein purchasers who were acting as plaintiff's agents, 
obtained just what they desired, the one by using words closely re 
sembling the English translation of the name of the defendant's 
product and surely describing it more fully than plaintiff's wares, 
and the other by sending a letter to the defendant (a copy of which 
is not attached to the affidavit) for a product described in the Eng- 
lish words, the translation of the name on plaintiff's product, 
thereby creating an ambiguous situation wherein the defendant had 


to choose whether it should stress the words used or the firm to 
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which the order was addressed in determining the intention of the 
purchaser. If either of these persons had solicited the plaintiff's 
product by name, their statements might be entitled to more weight. 


The defendant, in such an isolated and doubtful case, could not be 


said to be attempting deceit upon a purchaser. We are not pre- 


pared, upon the showing made, to enjoin the operation of de- 
fendant’s going business. We are unable, from the scant evidence, 
to make any finding of fact sufficient to sustain the extraordinary 
remedy of a broad preliminary injunction based upon unfair com- 
petition, which should be granted only upon a showing of con- 
vineing facts. Lektro-Shave Corporation v. General Shaver Corp., 
supra, and cases therein cited. However, on general equitable 
principles, the court will enjoin the defendant from further selling 
its product in response to requests for “champagne bath,” for, 
after all, the English translation of plaintiff's titlé and the French 
title, both containing the word “champagne,” should not be con- 
sidered as distinct for copyright purposes, and will enjoin the use 
of the word “champagne” on the slip packed with the defendant's 
product, not because such use on a paper, which is read only after 
the package has been sold and opened, will, in any way, deceive 
the purchasing public, but, rather to prevent any suggestion to 
over-zealous sales people to use the word “champagne” in their 
sales talk which might tend, by a stretch of the imagination, to 
confuse a purchaser. ‘This latter is in no way a finding against 
the defendant on any broad grounds, but is based upon the con- 
clusion that, although its benefit to plaintiff is perhaps remote and 
speculative, it will not, in any way, injure the defendant who can 
fully describe the effect of its product in other terms and that the 
equities, therefore, favor the plaintiff. 
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L. C. Mayers Co., Inc. v. FeperRAL TrapeE ComMIssion 
(97 F. [2d] 365) 


United States Circuit Court of Appeals, Second Circuit 
June 6, 1938 


Unrair Competirion—Feperat Trape Commission Act—Rerait SELLING At 
Wuo.esaLe Prices—Use or MisLeEaApING CATALOGUES AND ADVERTIS- 
ING. 

Petitioner, engaged in selling jewelry in interstate commerce, sent 
out catalogues wherein its business was described as “Wholesale 
Jewelers,’ was held guilty of unfair competition in selling at retail prices 
to certain classes of customers, inasmuch as such misleading representa- 
tions have a tendency to induce the public to purchase petitioner’s prod- 
ucts in preference to the products of others. 

Unrair Competririon—FeEperAt TrApE CoMMISSION—REQUIREMENT OF PUBLIC 
INTEREST. 

In the case at issue, it is in the interest of the public to prevent the 
sale of commodities by the use of false and misleading statements and 
representations 

In equity. Petition to review an order of the Federal Trade 


Commission. Order affirmed. 


Kurzman & Frank, of New York City (Sidney Newborg and 
John C. Gall, of counsel), both of New York City, for 
petitioner. 

T. Kelley, of Washington, D. C., Chief Counsel, Federal 
Trade Commission and Edward L. Smith, of New York City 
and James W. Nichol, of Washington, D. C., Special At- 


torneys, for respondent. 


Manton, C. J.: Petitioner is in the business of selling jewelry 
in interstate commerce and the respondent has ordered it to cease 
and desist, in connection with its sales and offers of sale, from 
representing itself in its catalogues and in other ways to be a 
wholesaler of jewelry. 

The evidence shows that the petitioner sent out catalogues in 
which many of the articles offered for sale were pictorially and 
descriptively represented. These were sent chiefly to industrial 


concerns, cooperative buying bureaus, state and local governments 


and purchasing clubs. On the covers of such catalogues and at 


various places therein, the petitioner referred to itself as ‘““Whole- 
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sale Jewelers.’ The articles were set forth in the catalogues at 
so-called list prices from which the purchasers were allowed a dis- 
count of 53 percent in order to find out the cost to them of each 
item. The catalogues specifically stated that list prices are not to 
be confused with retail prices and that the former term is used in 
order to permit prices to be quoted on which only one discount has 
to be computed. The catalogues also stated that if one purchased 
goods at lower prices at any other wholesale jewelers, the difference 
would be refunded within 30 days. 

The stipulation of facts divides the purchasers from the peti- 
tioner into seven classes. The cease and desist order includes but 
three of these groups, which are as follows: 

(1) Sales to industrial concerns, public utilities, banks and other 
similar organizations of articles not for resale but for use by such 
organizations where the sales are not in quantity lots; 

(2) Sales to industrial concerns, public utilities, banks and other 


similar organizations buying merchandise not for resale but for the 


benefit of their employees, the merchandise being shipped by 


respondent directly to the employee for whom the merchandise is 


ultimately intended or to the organization purchasing the same, the 
organization paying the respondent therefor with its check and ob- 
taining reimbursement from the employees, or the employee’s money 
orders or personal checks being forwarded to the respondent by the 
organization making the purchase. 

(3) Sales to mutual buying clubs maintained by fraternities, 
colleges or universities and to the employees of industrial public 
utility or similar organizations of articles purchased for the purpose 
of obtaining benefits in price and otherwise of such buying, where 
the merchandise purchased by such purchasers is not resold, but is 
applied to their own use or to the use of members of such organiza- 
tions. 

The order also sets forth a fourth group which prohibits sales 
not in quantity lots to individuals where the goods are not to be 
resold. Apparently this was intended to apply to a strictly retail 
type of business. 
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The gravamen of the complaint in this proceeding is unfair com- 
petition in selling at retail. The respondent has found that the peti- 
tioner represents itself to the purchasing public as selling at whole- 
sale prices and that these prices are higher than the usual and cus 
tomary prices charged by wholesalers of jewelry to purchasers 
thereof; that this deceived the retail buying public and so unfairly 
diverted trade to the petitioners from competitors who truthfully 
described their status. If the petitioner was doing purely a whole- 
sale business, as it contends, there could be no unfair competition 
with retailers since the purchasers would have the wholesale field 
from which to buy and would not need to pay petitioner’s higher 
prices or buy at retail at all. 

As a-description of what constitutes a wholesaler, the Commis- 
sion says: “A wholesaler of jewelry is one who sells to the trade for 
resale and seldom, if ever, to the purchasing public, with the excep- 
tion that sales to industrial concerns, public utilities, banks and other 
similar organizations, which purchase in quantity lots, 7.e., simul- 
taneous sales of more than one of a given item, not for resale, but for 
use by such organizations, are considered as wholesale transactions. 
It is the character of sales to the trade that makes and distinguishes 
a wholesaler.” 

There is testimony of experts which justifies this definition of a 
wholesaler. This court in Great A. & P. Tea Co. v. Cream of Wheat 
Co., 2 Cir., 227 Fed. 46 [5 T.-M. Rep. 469], and Mennen Co. v. 
Federal Trade Comm., 2 Cir., 288 Fed. 774, 30 A. L. R. 1120, has 
ruled to like effect. 


The theory of the Commission’s complaint is that the company 


sells to ultimate consumers ; that in aid of such sales it uses catalogues 
designating itself as a wholesaler and that the purchasing public 
regards it as such—one selling to retailers at a price lower than the 
price at which the retailer sells; that consumers infer from this 
representation that they are buying at the prices at which retailers 
purchase, thereby saving an amount equal to the retailer's profit, and 
that the prices as fixed in the catalogues are wholesale prices; but 


such is not the fact and the consumer purchaser is thereby deceived. 
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The groups to whom the petitioner is directed not to sell 
representing itself as a “wholesaler” are consumers. There is 
evidence to justify the finding that the prices at which the peti- 
tioner sold were higher than normal wholesale prices. We will not 
disapprove a finding based upon conflicting evidence. Federal Trade 
Comm. v. Winsted Hosiery Co., 258 U. S. 483, 42 S. Ct. 384, 66 
L. Ed. 729 [11 T.-M. Rep. 277]; Federal Trade Comm. v. Standard 
Education Society, 302 U.S. 112,58 S. Ct. 113, 82 L. Ed. —. Since 
the jewelry was sold to customers “‘not for resale,” they are the ul- 
timate purchasers. The evidence of experts as well as of other 


manufacturers and jewelers justifies the conclusion of the respondent 


that the petitioner was not a wholesaler. Such false and misleading 


representations which have a tendency and capacity to induce the 
purchase of petitioner’s products in preference to the products of 
others (competitors ) constitutes unfair competition within the mean- 
ing of Section 5 of the Federal Trade Commission Act (38 Stat. 
719,15 U.S.C. A. § 45). Federal Trade Comm. v. Royal Milling 
Co., 288 U. S. 212, 53 S. Ct. 385, 77 L. Ed. 706; Brown Fence & 
Wire Co. v. Federal Trade Comm., 6 Cir., 64 F. (2d) 984, 936. 
Petitioner contends that there is no public interest involved and 
therefore the order should not be approved. It is in the interest of 
the public to prevent the sale of commodities by the use of false and 
misleading statements and representations. Federal Trade Comm. 
v. Winsted Hosiery Co., supra, 66 L. Ed. 729; Federal Trade Comm. 
v. Balme Co., 2 Cir., 23 F. (2d) 615, 620. Indeed, a representation 
may be unlawful under Section 5, although the trader makes it in- 
nocently. Federal Trade Comm. v. Algoma Lumber Co., 291 U. S. 
67, 81, 54S. Ct. 315, 321, 78 L. Ed. 655. It is not necessary that 
the product so misrepresented be inferior or harmful to the public; 
it is sufficient that the sale of the product be other than as 
represented. Federal Trade Comm. v. Royal Milling Co., supra. 


The order is affirmed and the order of enforcement is granted. 
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Fioret Saues Co., Inc. et Av. v. FeperAL TrapE ComMIssIon 
(160 F. [2d] 358) 
United States Circuit Court of Appeals, Second Circuit 
December 5, 1938 
Unrarr Competirion—Feperat Trape Commission Act—-Tenvency to De- 
CEIVE PUBLIC. 

It is sufficient to sustain an order of the Federal Trade Commission 

if there is a probable tendency, by petitioner’s conduct, to deceive. 
Unrack Competirion—FeperaL Trape Commission Acr—“Borriep IN 
U. S. A.”"—Use or Misteapine L.aBe.s. 

Petitioner, a blender of perfumes, imported from France the con- 
centrates used and after diluting them with American alcohol sold them 
under a label in French stating that the perfume was made by “Fioret of 
Paris” and “Bottled in U. S. A.” Held that said acts were likely to 
deceive buyers into believing the perfume was made in France, and the 
Commission’s “cease and desist” order was, accordingly, affirmed. 
Appeal from a “cease and desist” order of the Federal Trade 


Commission. Afhrmed. 


W.T. Kelley, Chief Counsel, Federal Trade Commission, Martin 
A. Morrison, Assistant Chief Counsel and S. Brogdyne Teull, 
and James W. Nichol, Special Attorneys, all of Washington, 
D. C., for respondent. 

Munn, Anderson & Liddy, of New York City (John H. Glaccum, 


of New York City, of counsel), for petitioners. 
Before Manton, Swan, and Cuasse, Circuit Judges. 


Manton, C. J.: Petitioners are engaged in the importation and 


sale in this country of perfumes in competition with others engaged 
in interstate commerce. They were charged before the Commission 
with unfair trade practices in connection with their manufacture 
and sales, and were directed to cease and desist such practices. The 


Fioret Company imports from France its perfumes in the form of 


concentrates or compounds which are blended mixtures of various 
oil extracts from plants and are usually combined with some animal 
essence, such as musk. When these concentrates arrive in this 
country, they are not sold commercially before they are blended 


with varying percentages of alcohol. After such blending, they are 
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sold to the public as perfumes. The alcohol acts as a diluting 
medium for the concentrates so that when the perfume is applied to 
an object, such as a handkerchief, the alcohol evaporates, leaving 
only the odor of the concentrate perceptible to the senses. On this 
record it can be assumed that the concentrate uncombined with 
alcohol is not known to the purchasing public as perfume. 

Petitioners in blending used domestic alcohol and marked the 
finished product in a bottle bearing a label in French, the English 
translation of which tells that the contents of the bottle was made 
by Fioret of Paris ‘and are the exclusive property of Fioret, Inc., 
for the United States of America where they are completed. All 
infringements will be vigorously prosecuted.” Following this French 
inscription, appears in English, “Bottled in U. S. A.” 

The Commission found that petitioners were manufacturers of 
perfume, that the manufacture in the United States was incon- 
sistent with their advertisements describing their products as “‘im- 
ported perfumes,” that the use of the label tended to further the im- 
pression thus conveyed to the public that they were manufactured in 
France and held that such practices constituted unfair competition. 

The finding of the Commission having support of substantial 
evidence are binding upon us. Federal Trade Comm. v. Standard 
Ed. Society, 302 U. S. 112, 117, 58 S. Ct. 113, 82 L. Ed. 141. And 
where the evidence is conflicting, the finding must stand. L. & C. 
Mayers Co. v. Federal Trade Comm., 2 Cir., 97 F. (2d) 365, 367 
(see p. 68 ante). 

The issue presented to us is whether on the facts so found, peti- 
tioners are manufacturers of perfume and, if so, are they using un- 
fair methods of competition. The findings, sufficiently supported by 
the evidence, justify the conclusion that petitioners do not import a 
perfume but only some of its ingredients which are then combined 
with American alcohol to produce a marketable product known as 
perfume. Concentrates alone are not what petitioners usually sell, 
but their dilutions with alcohol, and it is the alcohol that makes the 
finished product. Our necessary concern here is to ascertain by 


whom and where the product is made for use. ‘Manufacture is 


transformation—the fashioning of raw materials into a change of 
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form for use.’ Kidd v. Pearson, 128 U. S. 1, 20,9 S. Ct. 6, 10, 32 
L. Ed. 346. See Allen v. Smith, 173 U. S. 389, 399, 400, 19 S. Ct. 
446, 43 L. Ed. 741. 

The petitioners must be regarded as manufacturers of perfume 
within the unfair competition laws. To be sure, they are importers 
of concentrates ; but blending the concentrates with a French alcohol 
which is imported results in a perfume of different chemical proper- 
ties and of different odor. The difference between French and 
American alcohol in its effect upon the blending of perfumes stands 
uncontradicted in this record. 

By representing their product as an imported perfume, peti- 
tioners unfairly compete. The purchaser is unversed in the art of 
making a finished perfume and to say that a given perfume is im- 
ported must mean to him that the entire fluid is imported, not that 
only 5 percent of it is. To the purchasers of perfumes imported 
products are preferable to domestic products. By their conduct, 
petitioners are infringing upon the interest of the consuming public 


which purchases under the mistake that it is buying an imported per- 


fume, a product rendered marketable and fit for use. They also 


compete unfairly with those importers of perfume whose concen- 
trates and alcohol are blended in France and with those tradesmen 
who import, like petitioners, the concentrates and dilute them with 
domestic alcohol but who, unlike petitioners, sell their products ac- 
curately represented and advise the purchasing public that they are 
selling a domestic perfume. 

There is the representation that the contents is “Bottled in 
U.S. A.,” but there is possible a misleading idea that the fluid was 
in its entirety made in France and merely bottled here, having been 
imported in bulk. Again, the inscription in French tends to mislead 
the public into the belief that the perfume was completed in France; 
that is to say, the warning in French to infringers of violations of its 
trade-mark without any corresponding English legend, clearly lends 
itself to stimulating the suggestion already implanted in the pur- 
chaser’s mind, that the entire product is one imported from France. 


Such misleading use of a foreign language was said by this court in 
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Coty, Inc. v. Prestonettes, Inc., 2 Cir., 285 Fed. 501 [12 T.-M. Rep. 


105] to be objectionable. Confusion in words created in the public 
mind has been held to constitute unfair competition. Coty, Inc. v. 
Le Blume Import Co., D. C., 292 Fed. 264 [13 T.-M. Rep. 233]. 
It is sufficient to sustain the order, if there is a probable tendency, by 
petitioner's conduct, to deceive. Coty, Inc. v. Parfums De Grande 
Luxe, Inc., 2 Cir., 298 Fed. 865, 870 [14 T.-M. Rep. 185}. 

Probable injury to particular interests is unnecessary since it is 
the totality of all interests conceived as the public interest which is 
decisive. Federal Trade Comm. v. Algoma Lumber Co., 291 U. S. 
67, 81,54 S. Ct. 315, 78 L. Ed. 655; Federal Trade Comm. v. Royal 
Milling Co., 288 U.S. 212, 217, 53 S. Ct. 335, 77 L. Ed. 706; Fed- 
eral Trade Comm. v. Raladam Co., 283 U.S. 643, 651, 51 S. Ct. 587. 
75 L. Ed. 1324, 79 A. L. R. 1191 [21 T.-M. Rep. 575]. The un- 
fair practice may well be avoided by a legend stating that the con- 
tents of the package or bottle was bottled and diluted in the United 
States. | 


The petition is denied and the order affirmed. 


Mapison SQuaRE GARDEN CorRPORATION v. UNIVERSAL P. Co., Inc. 
New York Supreme Court, Appellate Division 


December 2, 1938 


Unram Competiilon—ELeMEN'S. 

There may be unfair competition by misappropriation as well as by 
misrepresentation. Equity is not concerned about the means by which 
fraud is done; it deals with the results arising from the fraud. 

Unram Compeirion—“Ipot or THE Crowps’—Scenes rx Morton Picture 
—Decep:10N or Pust:c as to Location or SCENE. 

Plaintiff, operator of the Madison Square Garden, licensed defendants 
to manufacture and distribute a motion picture entitled “Idol of the 
Crowds,” wherein were shown athletic and sporting events taking place 
in the said Garden, said licenses being limited to news reels, but not for 
ue in feature motion pictures without plaintiff's consent. Defendants, 
by featuring in their motion picture certain ice-hockey games as having 
been played in New York City, in surroundings calculated to induce the 
public to believe that said games were played in Madison Square Garden, 
whereas they were filmed in Detroit, were held guilty of unfair competi- 
tion, said acts being a misappropriation of plaintiff's property right in 
its good name, reputation and good-will. 
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In equity. Action for unfair competition. Appeal from a 
judgment of the Supreme Court. Reversed. 


Chadbourne, Wallace, Parks & Whiteside (Charles Pickett, of 
counsel), all of New York City, for appellant. 

Chadbourne, Hunt, Jaeckel & Brown (Alfred H. Phillips, of 
counsel, and Charles D. Prutzman with him on the brief), 


all of New York City, for respondents. 


Dore, J.: This action is in equity for alleged unfair competition 
arising out of defendants’ production and distribution of a moving 
picture, “Idol of the Crowds.” Plaintiff appeals from an order and 
final judgment dismissing the complaint on defendants’ motion be- 
fore answer under Rule 106 of the Rules of Civil Practice on the 
ground the complaint does not state facts sufficient to constitute a 
cause of action. 

Plaintiff is the owner of Madison Square Garden, a large build- 
ing and auditorium erected by’ plaintiff in 1925 at a cost of over 
$5,000,000, occupying half a block in the borough of Manhattan, 
New York City. Defendants, three affiliated corporations,.one of 


which, Universal Pictures Company, Inc., is a producer of moving 
pictures, the other two distributors, produced and distributed a 
moving picture called “Idol of the Crowds,” purporting to show pro- 
fessional ice hockey games in New York City, including moving pic- 
tures of a professional ice hockey team, the “Rangers,” controlled 
by plaintiff. 


The Special Term held that the complaint failed to show any 
property right which the plaintiff was entitled to protect in an action 
for unfair competition; that there was nothing to indicate that 
defendants asserted the plot of the picture to be other than fiction; 
that no attempt was made by defendants to “pass off’? defendants’ 
picture as that of plaintiff; and that, accordingly, no right to relief 
was shown either for an injunction or an accounting. 

In testing the sufficiency of a complaint on a motion under Rule 
106, all the allegations therein are assumed to be true and every in- 
tendment and fair inference must be made in favor of the pleading. 
(Dyer v. Broadway Central Bank, 252 N. Y. 430, 432.) Reading 
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the complaint in the light of that rule, we think it sufficiently states 
a cause of action for unfair competition. 

The complaint alleges that Madison Square Garden, owned and 
operated by plaintiff, has been chiefly devoted to athletic and sport- 
ing events, including ice hockey, and plaintiff has spent large sums 
of money in advertising the Garden, plaintiff's connection there- 


with, and events held therein, and has built up and enjoys a wide- 


spread reputation and an exceedingly valuable good-will in connec- 
tion with the promotion and exhibition of sporting and athletic 
events therein; that the Garden was specially designed at consider- 
able cost so that its arena could be converted into a skating rink upon 
which ice hockey matches and other skating events could be held; 
that since 1925, during several months of each year, the Garden 
arena was converted into an ice hockey rink for matches by pro- 
fessional and amateur teams and in particular by the professional 
teams that are members of the National Hockey League, includ- 
ing the team known as the “Rangers” which always has been and is 
now controlled by the plaintiff; that plaintiff’s connection with the 
New York “Rangers” has been well known, and plaintiff and its 
team have enjoyed a valuable good-will and reputation with the 
public; that plaintiff derives large and substantial revenue for the 
use of the Garden for professional ice hockey games, in the 1936- 
1937 season alone the attendance at National Hockey League games 
being in excess of 244,000 persons and plaintiff's revenue in that 
season from professional ice hockey being in excess of $545,000; 
that National Hockey League games have never been held in New 
York City except at the Garden, and since 1925 no professional ice 
hockey games have been held in New York City except at the 
Garden, and it is well known that all professional ice hockey games 
played in New York City by league teams have been, and are played 
at the Garden, in particular the Stanley Cup series at the end of 
which the Stanley Cup, emblematic of the world’s champion pro- 
fessional ice hockey team, is awarded to the winner. The complaint 
alleges that for many years plaintiff has granted licenses to take and 


reproduce photographs of events held in the Garden, for use in 
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motion picture news reels only, but not for use in feature motion 
pictures without plaintiff's express consent and upon payment to 
plaintiff of a valuable consideration, and plaintiff has derived and 
now derives a large and substantial revenue therefrom. 

The complaint then alleges that the defendants’ feature moving 
picture, “Idol of the Crowds,” contains numerous scenes purporting 
to show professional ice hockey games in New York City, and the 
rink and interior of the building in which such games are supposed 
to take place; that numerous persons who have seen the picture be- 
lieved they were viewing scenes of actual professional ice hockey 
games played in Madison Square Garden, including scenes showing 
of plaintiff's team, the New York “Rangers,” whereas the picture 
does not contain any scenes of professional ice hockey games played 
in Madison Square Garden, and the rink and auditorium shown in 
the picture are not the rink and auditorium of the Garden; that de- 
fendants were well aware plaintiff would not consent to include in 
a feature moving picture any pictures of actual professional ice 


hockey games played in the Garden, without payment to plaintiff 


of a valuable consideration therefor, and that plaintiff, under any 


conditions, would not consent to pictures falsely purporting to be 
pictures of such games played in the Garden in which the New York 
“Rangers” participated; that defendant Universal Pictures Com- 
pany, Ine., prior to the production of “Idol of the Crowds,” had 
from time to time taken photographs of professional ice hockey 
games in the Garden with the condition and understanding that such 
photographs could be used only in news reels and not in feature mov- 
ing pictures, without plaintiff's express prior consent. Plaintiff 
further alleges that defendant Universal, in connection with the 
final game of the Stanley Cup series of the year 1936-1937, obtained 
permission from the management of the Detroit Arena to take photo- 
graphs of the game in that arena on condition that such photographs 
would be used only in news reels and not in feature moving pictures ; 
that such photographs were taken; that the identity of the players 
who participated, and particularly certain players on the plaintiff's 


team, the New York “Rangers,” was recognizable; that thereafter 
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certain of such photographs were incorporated in the moving pic- 
ture “Idol of the Crowds,’ without either plaintiff's consent or the 
consent of the management of the Detroit Arena. 

The complaint also alleges that defendants caused to be published 
a circular containing information about “Idol of the Crowds,” and 
suggesting methods of publicizing the picture; that such circular, 
a copy of which is annexed to the complaint, has been distributed to 
motion picture exhibitors and theatre owners and makes frequent 
references to Madison Square Garden; that these statements and 
references have been reproduced in publicity read by the general 
public; that the defendants desired and intended that persons see- 
ing the picture should believe they were viewing professional ice 
hockey games played in Madison Square Garden and scenes taken 
therein, and that plaintiff had approved the inclusion of such scenes, 
including the players on plaintiff's team, the New York “Rangers.” 

All of the defendants’ acts are alleged to have been done to en- 
hance the popular appeal of “Idol of the Crowds,’ to promote its 
sale and increase defendants’ revenue, and were done fraudulently 
with the intention of deceiving the public for defendants’ gain and 
consequent damage and injury to plaintiff; and it is alleged that the 
use of photographs of ice hockey games not taken in the Garden, in 
such a way as to lead persons to believe they were, was a violation 
of defendants’ understanding with plaintiff. Plaintiff finally alleges 
great and irreparable injury to its good-will, reputation and business 
as a result of defendants’ acts and that, unless the court restrains 
defendants, others will refuse to pay plaintiff for the right to re- 
produce in feature moving pictures photographs of scenes and events 
held in the Garden, including ice hockey games, and plaintiff will be 
deprived of a large and substantial revenue. Plaintiff demands 


judgment for an injunction, an accounting and damages. 


From a reading of the lengthy complaint, the essential allega- 


tions of which have been summarized above, it is clear that de- 
fendants intended to give the public the false and deceptive impres- 
sion that their picture “Idol of the Crowds” contained genuine pro- 


fessional ice hockey scenes filmed in Madison Square Garden, and 
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that their deceitful intentions were realized in practice. The pic- 
ture purports to show a professional ice hockey game in connection 
with the Stanley Cup series in New York. Such games are played 
only in one place in New York City, viz., Madison Square Garden, 
owned and operated by plaintiff. The picture contains photographs 
showing plaintiff's team, the identity of plaintiff's players being 
recognizable, and the conclusion that would be made and actually 
was made by the public, on seeing the picture and reading de 
fendants’ misleading publicity, was that “Idol of the Crowds’’ con- 
tained genuine moving pictures of the plaintiff's team, the “Rangers,” 
engaged in a Stanley Cup championship match on their home ice in 
Madison Square Garden. 

The frequent reference in defendants’ publicity to Madison 
Square Garden indicates defendants intended the news items and 
reviews of their pictures to state that the picture contained photo- 
graphs of hockey games played in the Garden and thus induce the 
public to see the picture, thus capitalizing for their own profit the 
valuable good-will plaintiff had created for the “Rangers.” Among 
other items, the circular annexed to the complaint states that “‘the 
highlight of the picture reveals two evenly matched ice hockey teams 
battling in the rink at Madison Square Garden.” Misleading reviews 
have followed from defendants’ misleading circular, one magazine 
stating that the pictures “from the Stanley Cup playoffs in Madison 
Square Garden are unbeatable for speed, thrills and authenticity.” 
The complaint not merely alleges that defendants’ acts were likely to 
deceive the public but that defendants intended and desired this 
effect. While the absence of deceitful intent is no defense to an 
action for unfair competition if plaintiff's rights were invaded ( Hig- 
gins Co. v. Higgins Soap Co., 144 N. Y. 462, 469, 471), neverthe 
less, it cannot be said that allegations of fraud and deceitful intent 
are not material. (See Congress Spring Co. v. High Rock Spring 
Co., 45 N. Y. 291, 301.) In Eastern Construction Co. v. Eastern 
Engineering Co. (246 N. Y. 459) [18 T.-M. Rep. 122] the Court 
of Appeals said: “Courts of equity are loathe to hold that a knave 


may carry out a dishonest plan from which he anticipates benefit 
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because there is no reasonable probability that the anticipation will 
become reality. In such case the defendant may be in no position to 
deny the existence of such probability when asserted by the plain- 
tiff. Even if the remark of Cozens-Hardy, Master of the Rolls, 
in a similar case, that ‘if you find a defendant who is a knave, you 
may presume he is not a fool’ (Claudius Ash Sons & Co., Ltd. v. 
Invicta Manufacturing Company, Ltd., 28 Reports of Patent Cases 
at page 603) may not completely stand the test of strict legal anal- 
ysis, it sufficiently states a working rule which may well be applied 
in proper circumstances.”’ For the purpose of this motion, it must 
be accepted as true that defendants’ conduct was likely to produce 
and did in fact produce the false impression on the part of the public. 
that “Idol of the Crowds” contained genuine pictures of professional 
ice hockey scenes in Madison Square Garden, including pictures of 
plaintiff's team, the “Rangers.” 

We think too, that the complaint sufficiently alleges a misappro- 
priation of plaintiff's property rights. Plaintiff had built up a valu- 
able business licensing the use of genuine photographs taken in the 
Garden in feature moving pictures, and from that business had de- 
rived substantial revenue. That business had been created by the 
expenditure on plaintiff's part of large sums of money and of effort 
and skill in the management of its enterprise. In Fisher v. Star Co. 
(231 N. Y. 414, 428) [8 T.-M. Rep. 269] the Court of Appeals said: 


Any civil right not unlawful in itself nor against public policy, that has 
acquired a pecuniary value, becomes a property right that is entitled to pro- 
tection as such. The courts have frequently exercised this right. They 
have never refused to do so when the facts show that the failure to exercise 
equitable jurisdiction would permit unfair competition in trade or in any 
matter pertaining to a property right. 


The court quoted with approval the following from International 
News Service v. Associated Press (248 U.S. 215, 236, 237) [8 T.-M. 


Rep. 37]: “The rule that a court of equity concerns itself only in 


the protection of property rights treats any civil right of a pecuniary 
nature as a property right (Jn re Sawyer, 124 U. S. 200, 210; In re 


Debs, 158 U. S. 564, 593); and the right to acquire property by 


honest labor or the conduct of a lawful business is as much entitled 


to protection as the right to guard property already acquired. 
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[Citations.] It is this right that furnishes the basis of the jurisdic- 
tion in the ordinary case of unfair competition.” In Rudolph Mayer 
Pictures, Inc. v. Pathe News, Inc. (235 App. Div. 774), this court 
afirmed without opinion a preliminary injunction enjoining the de- 
fendant therein from distributing pictures which it took of a boxing 
match in Ebbets Field. The field was leased by Dodger A. C., Inc., 
which had agreed to give the plaintiff, Rudolph Mayer Pictures, Inc., 
exclusive rights to take and sell motion pictures of the Sharkey- 
Walker contest. The defendant, Pathe News, Inc., knew of this 
arrangement but sent camera men to Ebbets Field where they took 
pictures, and another camera man took long distance pictures from 
the roof of an adjoining building. Defendants thereafter combined 
the photographs into a news reel and distributed them. Defendants 
argued that plaintiffs had no property right which could be pro- 
tected ; that the right to take photographs of a boxing match was not 
a form of property known to the law, and that defendants’ acts did 
not constitute unfair competition. In overruling these contentions, we 
necessarily held that the defendants had violated a property right 
and should be enjoined. 

In Reiner v. North American Newspaper Alliance (259 N. Y. 
250) the owners of the Graf Zeppelin made arrangements with a 
third party for the exclusive news rights of the flight of the dirigible 
from Germany to New York. The plaintiff in that case was a pas- 
senger on the dirigible who, as a condition of his passage, had agreed 
not to send reports of the flight while en route and for eight days 
after it ended, but he did send reports to the defendant pursuant to 


an express contract to do so. Plaintiff was suing to recover on his 


contract with the defendant and the Court of Appeals held that by 


that contract plaintiff had robbed the third party of the exclusive 
right to the news rights of the voyage. In his concurring opinion, 
Judge Crane said, “The owners of the ship therefore, had the right 
to keep this news to themselves, the same as they had the right to 
possess any other property, at least until the landing of the ship”’ 
(at page 259). 
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The plaintiff clearly had‘a property right in its good name, its 
re, utation, its good-will built up at considerable expense, and its 
business in licensing genuine moving picture photographs to be used 
in feature films from which it had derived a substantial revenue. 
Defendants, well knowing that they could not, without paying plain- 
tiff, get permission to reproduce professional ice hockey games of 
plaintiff's team, the “Rangers,” within Madison Square Garden, 
attempted to do by indirection what they could not do directly, when 
they took pictures of the “Rangers” playing in Detroit, on an agree- 
ment to use them only in news reels, and thereafter incorporated them 
into a feature film in such a way as to lead the public to believe that 
the pictures actually were taken in Madison Square Garden in New 
York City, with plaintiff's approval and permission. They had thus 
appropriated to themselves precisely the same commercial advan- 
tages they would have had if the picture was in fact filmed in the 
Garden while plaintiff's team was engaged therein in a champion- 
ship ice hockey contest. 

Nor do we consider defendants immune because the plot of their 
moving picture was concededly fiction. The complaint alleges that 
the pictures contained real photographs of plaintiff's own team set 
in a background that inevitably led the public to believe that they 


were playing on their home ice in Madison Square Garden. The 


players themselves were recognizable. Their presence in the picture, 
their reputation, plaintiff's reputation and good-will were utilized 
by defendants to induce the public to see the picture, all to the plain- 
tiffs loss and defendants’ gain. Though the plot of the picture was 


fiction, the melodramatic interest in the story was increased by ap- 


parently authentic photographs of the plaintiff's team playing a 
championship ice hockey match in an arena purporting to be located 
in New York City. The public would suppose, and actually did sup- 
pose, that the background of the film was an authentic background 
presenting scenes of actual games in which the plaintiff's team par- 
ticipated in New York. Defendants’ circulars referred to the arena 
as Madison Square Garden. Even in a story that is obviously fiction 
so far as its plot is concerned, defendants should not be permitted, 


by the unfair practices alleged, to violate and appropriate to them- 
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selves plaintiff's valuable property rights. Condemnation of such 
deceptive and fraudulent practices will not in the least restrict the 
activities of honest producers. If defendants, to give authentic 
realism and an added attraction to their film, desired to incorporate 


actual pictures of professional ice hockey matches in which a team 


participated whose national reputation had been built up by years 
of labor and expenditure on the part of another, they could easily 


do so by securing the permission of that other person on payment of 


a consideration that would reimburse him for the use of such com- 
mercially valuable good-will and property rights. 

A court of equity acts to promote honesty and fair dealing as well 
as to protect the purchasing public and the property rights of in- 
dividuals. The evident purpose of these defendants in using pictures 
of plaintiff's team and referring in their publicity to the scene of 
their drama as Madison Square Garden in New York City was to 
appropriate the financial value such team and name had acquired 
through the plaintiff’s labor, expenditure and skill. The novelty and 
ingenuity of the method defendants employed in achieving that re- 
sult will not deter the court from action. There may be unfair 
competition by misappropriation as well as by misrepresentation. 
Both elements are here. Equity is not concerned about the means by 
which fraud is done; it deals with the results arising from the fraud. 

In all cases where the equitable power of the court is invoked, 
the controlling question is whether the acts complained of are fair 
or unfair. (Fisher v. Star Co., supra.) The picture was deceptive, 
the circular and the publicity were deceptive. Defendants infringed 
on plaintiff's property rights as well as violated the implied obliga- 
tions flowing from their contract with the plaintiff. 

The judgment and order should be reversed, with costs, and the 


motion denied. 


Martin. P. J... GLENNoN, UNTERMYER and CALLAHAN, JJ., con- 


cur. 


Judgment and order unanimously reversed, with costs, and the 


motion denied. 





THE STANLEY WORKS V. DECORATIVE CARINET CORP. 


THe STanLtey Works v. Decorative CABINET CORPORATION 


New York Supreme Court, Appellate Division, First Department 


December 23, 1938 


Trape-MArk INFRINGEMENT AND UnrFarr Competirion—TeEst. 

To sustain a charge of infringement it must at least appear that 
defendant’s use of the mark related to goods in the same class; and, to 
constitute unfair competition, that it has a tendency to confuse the public. 

Unrair Compe1irion—“Macic Doors” ann “E-Z-Do Magic Rot-A-Dor’- 
Non-ConrFiictinG Marks. 

Although plaintiff had adopted the term “Magic Doors” as a trade- 
mark for its photo-electrically controlled doors in 1931, the word “Doors” 
being disclaimed in connection with its registration in the United States 
Patent Office, the later use by defendant as a trade-mark on a vertical 
sliding door for clothes closets of the name “E-Z-Do” and the expres- 
sion “E-Z-Do Magic Rol-A-Dor” held not to infringe plaintiff's trade- 
mark, nor to constitute unfair competition with plaintiff, inasmuch as 
defendant’s use of the word “Magic” in its trade-mark is so different 
from plaintiff's use thereof, particularly in view of the differences in the 
goods. 

In equity. Action for alleged trade-mark infringement and un- 


fair competition. Bill dismissed. 


Lanier McKee, of counsel (Morrison T. Hankins and William 
Sherman Greene, Jr. with him on the brief, Hervey, Barber 
§& McKee), all of New York City, for plaintiff. 

Bernard G. Nemeroff, of New York City, for defendant. 


CaLLAHAN, J.: This is a submission of a controversy on an 
agreed statement of facts (Civ. Prac. Act, § § 546-548). 

An injunction is sought by the plaintiff to restrain the defendant 
from an alleged infringement of plaintiff's trade-mark, and defend- 
ant’s unfair competition with plaintiff. 

The facts, in so far as material, may briefly be stated as follows: 

Plaintiff, a Connecticut corporation, licensed to do business in the 
State of New York, has since 1842 been in the business of manu- 
facturing hardware. The business is now conducted on a very exten- 
sive scale, and includes the manufacture of thousands of hardware 
articles, among which are door equipment and door hardware. 

In 1931 plaintiff placed on the market a photo-electrically con- 


trolled door operating equipment which caused the door to open 
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automatically by air pressure upon the interception of a beam of 


light. For the purpose of distinguishing this door plaintiff adopted 


in 1931 the term “Magic Doors,” and has used that term in connec- 
tion with such equipment since that date. It registered the term as a 
trade-mark in June, 1936, in the United States Patent Office. It 
disclaimed the right to the word “doors” in connection with its trade- 
mark. 

Since 1931 plaintiff has installed 164 of the so-called “Magic 
Doors” in public or semi-public buildings in New York. On these 
doors it affixed a metal plate bearing the words “Magic Doors,” and 
a similar label was pasted on shipping tags sent with the doors 
when shipped. It has spent $11,500 in advertising these doors. 

Defendant is a New York corporation engaged in the manufac- 
ture of closets and cabinets. Among the articles made by it is a 
fibre closet for the storage of clothes in the home, which opens and 
closes by means of a vertically sliding door on the front thereof. 

Defendant first used the fanciful name of “E-Z-Do” in connec- 
tion with some of its closets and registered same in the United States 
Patent Office and in the State of New York. In November, 1936, it 
applied the fanciful name “Rol-A-Dor’” to the flexible doors in its 
fibre closets and registered said name in the United States Patent 
Office. The following year the trade-mark was registered with the 
Secretary of State in the State of New York. 

Extensive advertising campaigns were conducted by the de- 
fendant in connection with the fibre ¢losets, in all of which the ad- 
vertisements carried the name “E-Z-Do” and “Rol-A-Dor’ promi- 
nently displayed. 

In December, 1937, defendant then began to manufacture a new 
type of “E-Z-Do Rol-A-Dor” closet. In this closet the front 
flexible door automatically slid up, in the manner of a curtain, by 
reason of a spring attachment which operated when pressure was 
put upon a snap which released the closet door and placed the spring 
in operation. The new closet would otherwise have the same con- 
struction and size as the old “E-Z-Do” and “Rol-A-Dor.”” Both 
types of closet were manufactured thereafter, and, in order to dis- 


tinguish the closet in which the door worked automatically, de- 
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fendant used the word “Magic” in connection with this type, calling 
its fibre closet with the automatic door “E-Z-Do Magic Rol-A-Dor.” 
It caused the name “Magic Door’ to be registered with the Secretary 
of State of the State of New York in December, 1937. 


Early in 1938 the defendant carried on an advertising campaign 


in which the new product was described as “E-Z-Do Magic Rol-A- 
Dor,” and $75,000 has been spent to date on such advertising. 

Plaintiff contends that “Magic Doors” is a valid trade-mark and 
its property, and that the defendant is infringing on its rights and 
is guilty of unfair competition in the use of the word “Magic’’ in 
connection with the sale of its fibre closets having the automatic 
doors. 

Giving due consideration to all of the facts involved, and the rules 
of law applicable thereto, we fail to find any cause for injunctive 
relief. Because the use by defendant of the word “Magic” in con- 
nection with the terms “E-Z-Do” and ‘“Rol-A-Dor,” in order to 
describe a fibre clothes closet for use in homes, is so different from 
that of plaintiff's use of the word “Magic” in connection with a 
photo-electrically controlled door to a building, we see no possibility 
of a confusion by the public either as to goods or origin in connec- 
tion with what defendant is doing. Nor can we see any likelihood 
of injury to the plaintiff therefrom. Plaintiff’s advertising shows 
that in almost all instances it uses the term “Magic Doors” in con- 
nection with its name Stanley, a common form of advertising being 
“Stanley Magic Door Control,” “Stanley Magic Doors,” or the Stan- 
ley Works “Magic Door Division.” 

The question of whether plaintiff actually adopted as a trade- 
mark the words “Magic Doors’’ would not depend upon the registra- 
tion thereof, but the use. While the word “Magic” is suggestive, if 
not descriptive, we do not hold that the use thereof might not create 
a valid trade-mark merely because used in association with the name 
of the manufacturer. To sustain a charge of infringement, however, 
it must at least appear that defendant’s use of the mark related to 
goods in the same class, and, to constitute unfair competition, that it 


has a tendency to confuse the public. 
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That the plaintiff used the word “Magic” in conjunction with 
its own name, “Stanley,” and the word “Door,” and the defendant 
used the word “Magic” only in connection with the words “E-Z-Do” 
and “Rol-A-Dor,” would eliminate liability of deception. When, in 
addition, the defendant’s use related solely to a fibre closet and the 
plaintiff's to the main or important doors in a building, goods of a 
very different nature, the likelihood of confusion, either as to 
goods or origin, is further eliminated. The case differs from those 
where the words duplicated are part of plaintiff's name. Such a 
duplication lends itself to confusion as to the source of goods. We 
do not have that element here. 

We find neither unfair competition nor any actionable infringe- 
ment. 

Judgment should be rendered for the defendant, with costs. 

GLENNON, Dore and Coun, JJ., concur; Martin, P. J., dissents. 
(See Tiffany & Co. v. Tiffany Productions, Inc., 237 App. Div. 801 
[23 T.M. Rep. 117]; affd., 262 N. Y. 482; Forsythe Co., Inc. v. 
Forsythe Shoe Corp., 234 App. Div. 355 [22 T.-M. Rep. 327]; 
modfd., 259 N. Y. 248; Vick Chemical Co. v. Vick Medicine Co., 
8 F. [2d] 49; affd., 11 id. (33) [16 T.-M. Rep. 67. ] 

Judgment directed in favor of the defendant, with costs. Settle 
order on notice. 


CuHar.Les A. CornIBERT V. WILLIAM COHN AND OTHERS 


New York Supreme Court, Special Term, New York County 


October 17, 1938 


Unrair Compe:1tion—TRave Secrets. 

An employee after the termination of his services cannot lawfully 
use for his own advantage and to the harm of his former employer con- 
fidential information which he gained in the course of his former em- 
ployment. 

Unram Competirion—Textite Designs—Unramr AcQvuisitiIon oF ‘TRADE 
SECRETS. 

Defendant Cohn, engaged, like the plaintiff, in the manufacture and 
sale of silk scarfs and mufflers, by obtaining from the other defendants 
certain designs and processes covertly acquired by them from a printer 
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and by employing said designs in the manufacture of scarfs similar to 

plaintiff's, was held guilty of unfair competition. 

In equity. Action for unfair competition. Injunction granted. 

Rothstein & Korzeénick (H. Korzenick, of counsel), all of New 
York City, for plaintiff. 


O. Sonnenreich, of New York City, for defendants. 


Mitter, J.: Plaintiff and defendant Cohn are competitors. They 


are engaged in the business of manufacturing and dealing in silk 
scarfs and mufflers. Prior to 1938 both manufactured scarfs upon 
which were screen printed a football and other collegiate scenes. 
The other defendants are engaged in the business of textile screen 
printing. 

In the spring of 1938 plaintiff conceived the idea of imprinting 
upon scarfs containing football or other collegiate scenes a waving 
pennant containing the authentic color, seal and name of a particular 
college printed in the corner of the scarf, and caused such a design 
to be made. A scarf so designed was an original creation. 

To reduce the expense of manufacture, the plaintiff caused to be 
prepared by his printer a master screen in a form to accommodate 
the imprint thereon of the name of the individual college and its 
seal by a distinctive minor insert screen. ‘The use of the master 
screen with this small screen containing the insert in a distinct posi- 
tion was also an original creation as applied to the printing of scarfs. 

The individual defendants, other than defendant Cohn, were 
formerly in the employ of plaintiff's printer. 

Prior to August, 1938, plaintiff had exhibited to some of his 
customers a sample of the scarfs, and had taken orders from them 
for future delivery. 

In August, 1938, with knowledge that these defendants had left 
the employ of the printer and had set up an establishment under the 
name of Associated Textile Printing Corporation, the defendant 
Cohn sought and obtained from these defendants, for a consideration 
paid to them, a copy of the salient features and distinctive parts of 
the plaintiff's design, and also obtained from them the method em- 


ployed by plaintiff in the imprinting of the design upon his scarfs. 
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At the time the defendant Cohn was aware that samples of the 


design were then being made for the plaintiff by his printer, and that 


the former employees, in giving this information to him, were fraudu- 
lently abusing the trust which had been reposed in them. 

Thereafter defendant Cohn produced scarfs to be manufactured 
by these former employees of plaintiff's printer in the manner and 
by the method employed by plaintiff. These scarfs were thereafter 
sold by defendant Cohn and in some instances were sold by him to 
plaintiff's customers. 

In exhibiting a sample scarf to some of his prospective customers 
in July, 1938, plaintiff published his design. The information as to 
plaintiff's design and his method of imprinting it upon scarfs was 
not obtained by defendants from customers of plaintiff to whom the 
samples had been exhibited. It was acquired from former employees 
of plaintiff's printer. These employees had obtained their know!l- 
edge of the design and of the plaintiff’s distinctive method of im- 
printing it upon scarfs by reason of their employment and also 
through information imparted to them in confidence. The plaintiff's 
design was, therefore, a “secret’’ which had been communicated to 
the employees of the printer. An employee, after the termination of 
his services, cannot lawfully use for his own advantage and to the 
harm of his former employer confidential information which he has 
gained in the course of his former employment. (Kaumagraph Co. 
v. Stampagraph Co., 235 N. Y. 1, at p. 7; Aronson v. Arlov, 228 
Mass. 1; 116 N. E. 951; Filene’s Sons Co. v. Fashion Originators’ 
Guild, 14 Fed. Supp. 353, at p. 357.) For consideration paid by 
him, defendant Cohn knowingly induced the other defendants to com- 
mit a breach of faith and confidence for the purpose of enabling 
him to compete with the plaintiff to his own advantage and to the 
detriment and damage of the plaintiff. By their inequitable con- 
duct the defendants have precluded themselves from enjoying the 
rights of the general public to the disclosure. (Shellmar Products 
Co. v. Allen-Qualley Co., 87 F. [2d] 104, 107, 108.) 

Notwithstanding publication of an original design, its copying 
will be restricted if it involves a breach of contract or of trust, or if 


the design was obtained by fraudulent or unfair means. (Montegut 
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v. Hickson, Inc., 178 App. Div. 94 [7 T.-M. Rep. 389]; Margolies 
v. National Bellas Hess Co., 139 Mise. 738, at p. 742; affd., 235 
App. Div. 839.) 

Defendants had a legal right to copy and to sell as their own 
creation the exclusive model designed by plaintiff if the model or an 
inspection was procured by fair means, but defendants had no 
right to obtain the plaintiff's trade by unfair means. (Montegut v. 
Hickson, Inc., supra, at p. 96.) 

The plaintiff is entitled to judgment enjoining the defendants 
from manufacturing, exhibiting and selling scarfs which are copies 


of the plaintiff's aforesaid design, and to a reference to ascertain 


his damages. Exceptions to defendants. Submit proposed findings 


and conclusions. 


GvuERLAIN, Inc. v. F. W. WootwortH CoMPANY AND ANO. 
New York Supreme Court, New York County 
February 3, 1939 


Trape-MarKks—Srate Farr Trape Acts (New Yorx)—“GvueRLAIN” ON PER- 
FUMES—SELLING Unpber Fixep Prices. 

Plaintiff put out perfumes under various trade-marks and contracted 
with its retailers for their sale at minimum prices, pursuant to chapter 
976, laws of 1935. Defendant F. W. Woolworth Company, although 
notified of such contracts and prices, sold at its retail stores a perfume 
purporting to be genuine Guerlain perfume, bearing the inscription 
“Nips—Perfume—Genuine French Extracts—Guerlain Shalimar—Re- 
bottled by Nips, Inc., N. Y. Wholly independent of Guerlain,” at a 
price considerably less than that fixed by plaintiff. Moreover, defendants’ 
perfumes sold under plaintiff’s trade-mark, having deteriorated in the 
bottle, were inferior to plaintiff's product. Defendants held to have 
violated the Fair Trade Act and were, accordingly, enjoined from the 
acts complained of. 


In equity. Action for an injunction under Chapter 976, Laws 


of 1935, State of New York. Injunction granted. 


Lewis G. Bernstein, of New York City, for plaintiff. 
Davis Auerbach and Cornell, of New York City, for F. W. Wool- 
worth & Co. 
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Jeffery, Redmond, Escher and Murray, of New York City, for 
Nips, Inc. 


Cuurcn, J.: The question presented by this motion is whether 
the defendants violate the provisions of the New York Fair Trade 
Act and are chargeable with actionable unfair competition at the 
suit of the plaintiff. 

Concededly, plaintiff is a New York corporation and owns the 
trade-mark “Guerlain” and also the trade-marks constituting the 
trade-names and the brands of the perfumes which it sells and dis- 
tributes under such trade-marks. These perfumes are articles of 
standard quality in fair and open competition throughout the State 
of New York with commodities of the same general class produced 
by others. 

There is no dispute over the fact that the plaintiff pursuant to 
Chapter 976, Laws of 1935 (which has come to be referred to as the 
Fair Trade Act) made contracts with retailers for the sale of its 
trade-marked products and promulgated price lists wherein the mini- 
mum prices at which one dram or less of its perfumes should be sold 
at retail were fixed as follows: For its Shalimar perfume plaintiff 
fixed the price of $1.60 for one dram or less; for L’Heure Bleue per- 
fume $1.00 for a dram or less and for Vol de Nuit perfume $1.25 for 
a dram or less. The defendant F. W. Woolworth Co. was notified of 
such contracts and price list. The plaintiff alleges and it is not 
denied that the defendant F. W. Woolworth Company at its various 
retail stores commonly designated as “5 and 10 Cent Stores” sells a 
product purporting to be genuine Guerlain perfume put up in pack- 
ages bearing the inscription: ““Nips—Perfumes—Genuine French 
Extracts—Guerlain’s Shalimar—Rebottled by Nips, Inc., N. Y.— 
Wholly independent of Guerlain.” Each package contains a small 


glass vial or ampule containing a very small quantity comparable to 


approximately one drop of perfume and is sold at retail for ten cents. 


The quantity is much less than one dram and plaintiff in this action 
seeks to restrain the defendant F. W. Woolworth Company from sell- 
ing the container for less than the minimum price fixed by the plain- 


tiff for one dram or less of the particular perfume. These glass 
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vials or ampules contained in the pacxages are made by the defendant 
Nips, Inc., which under patents owned by it refills the vials or am- 
pules with plaintiff's perfumes and in turn sells them to the de- 
fendant F. W. Woolworth Company. The plaintiff's allegation 
that the defendant Nips, Inc., was informed of the plaintiff's fair 
trade contracts and price lists is not denied. It is apparent that 
defendants’ acts tend to cause and will cause dealers with whom the 
plaintiff has contracts to break such agreements, and that the acts 


of the defendants threaten and have caused damage to plaintiff's 


trade-marks in that the sale of perfumes purporting to be those of 


the plaintiff at such low prices causes a lack of prestige and calls 
into question the value and merit of plaintiff's products. 

The defendants argue that because the aggregate price of the 
vials or ampules of rebottled perfume at ten cents each necessary 
to make up a dram exceeds in retail price the minimum price fixed 
by the plaintiff for one dram, they are not violating the Fair Trade 
Act. However, the minimum price fixed by the plaintiff is for “one 
dram or less.” 

The plaintiff in a second cause of action alleges that the perfume 
sold in the vials or ampules by the defendants is not the genuine 
Guerlain perfume of the plaintiff, but that the defendant Nips, Inc., 
which engaged in refilling the vials with what is allegedly genuine 
perfume, causes the same to be essentially changed and deteriorated. 
This change comes about not only because of the deleterious effect 
upon the perfume of the lead glass of which the vials or ampules are 
composed, but also because of the method used to fuse the glass at 
the ends of the vial, which causes changes to take place in the per- 
fume itself so that the same proportion of alcohol to other ingredients 
is not present in the rebottled perfume as is present in plaintiff's 
genuine product. The plaintiff accordingly in this action against the 
defendants seeks an injunction and damages, and by the present 
motion seeks to restrain and enjoin the defendants pendente lite 
from selling and distributing perfumes purporting to be those of the 


plaintiff at less than the prices fixed by the plaintiff and from selling 
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and distributing as plaintiff's products merchandise which is not 
genuine. 

The Fair Trade Act (Chapter 976, Laws of 1935) provides in 
Section 2 thereof that 

Wilfully and knowingly .... offering for sale or selling any commodity 
at less than the price stipulated in any contact entered into pursuant to the 
provision of Section 1 of this Act, whether the person so advertising, offering 
for sale or selling is or is not a party to such contract, is unfair competition 
and is actionable at the suit of any person damaged thereby. 

The constitutionality of this act has been established (Bourjois 
Sales Corporation v. Dorfman Cut Rate Drugs, 273 N. Y. 167). 
The object of the act is the protection of the trade-mark, that is, of 
the property, namely, the good name and good-will, of the producer. 
The price restriction has been adopted as an appropriate means to 
that perfectly legitimate end (Old Dearborn Distributing Co. v. 
Seagram Distillers Corp., 299 U. S. 183) [27 T.-M. Rep. 3.] 

The defendants do not deny that the carton or box containing the 
ampule of perfume contains the legend “Genuine French Extracts 
—Guerlain’s Shalimar—Rebottled by Nips, Inc., N. Y.—Wholly 
independent of Guerlain.”” They deny that the rebottled perfume 


is sold under the trade-mark or brand or name of the plaintiff. This 


denial is of little force in view of the wording upon the package en- 
closing the glass vial. The legend “rebottled by Nips, Inc.,” does 


not destroy the force of the words “Guerlain’s Shalimar’ or what- 


ever brand of perfume of the plaintiff is mentioned. The unmis- 
takable meaning and import of the label is that the package contains 
genuine Guerlain’s perfume of the particular brand. That the com- 
modity is being sold under plaintiff's brand or name admits of no 
argument. 

The defendants rely principally on the case of Prestonettes, Inc. 
v. Coty (274 U. S. 359) [18 T.-M. Rep. 135]. That action did not 
involve the construction of any fair trade statute. As the Supreme 
Court of the United States said (p. 369): “This is not a suit for un- 
fair competition. It stands upon the plaintiff's rights as owner of a 
trade-mark registered under the Act of Congress.” In that case of 


Supreme Court of the United States decided that, under the national 
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Trade-Mark Act, Coty could not prevent Prestonettes, Inc., from 
buying the former’s genuine perfume and selling it in smaller bottles 
as rebottled by the latter corporation so long as the label on the re- 
bottled perfume bore the legend with every word in letters of the 
same size, color, type and general distinctiveness: “‘Prestonettes, Inc., 
not connected with Coty, states that the contents are Coty’s (giving 
the name of the article) independently rebottled in New York.” The 
court said (p. 368): “A trade-mark only gives the right to prohibit 
the use of it so far as to protect the owner’s good-will against the sale 
of another’s product as his.” 

The Fair Trade Act has extended protection to a producer in 
cases of unfair competition beyond the limits of the Coty case, and 
if the act is too drastic, modification may be made by the Legislature 
and by the Legislature alone. 

The Supreme Court of the United States upholding the constitu- 
tionality of the Illinois Free Trade Act, which is similar to the New 
York statute involved here, decided that Section 2 of the Illinois Act 
(which is identical with Section 2 of Chapter 976 of the Laws of 
1935, New York, “does not deal with the restriction upon the sale 
of the commodity qua commodity, but with that restriction because 
the commodity is identified by the trade-mark, brand or name of the 
producer or owner. The essence of the statutory violation then con- 
sists not in the bare disposition of the commodity, but in a forbidden 
use of the trade-mark, brand or name in accomplishing such disposi- 
tion.” The court points out (p. 193): “The primary aim of the law 


is to protect the property—namely, the good-will—of the producer, 


which he still owns. The price restriction is adopted as an appro- 


priate means to that perfectly legitimate end, and not as an end in 
itself.” 

Section 2 of the New York Fair Trade Act is not so arbitrary, 
unfair or wanting in reason as to result in a denial of due process. 
Nor does it deny equal protection of the laws. It is, however, a 
proper restriction upon the owner of a commodity from selling that 
commodity with the aid of the good-will of the manufacturer or pro- 


ducer. It does not prevent the purchaser of a commodity from re- 
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moving the brand from the commodity—thus separating the physical 


property, which he owns, from the good-will, which is the property 
of another—and then selling the commodity at his own price, pro- 
vided he can do so without utilizing the good-will of the latter as an 
aid to that end (Old Dearborn Co. v. Seagram Corp., supra; Bour- 
jois Sales Corp. v. Dorfman, 273 N. Y. 167). 

Obviously, in the present case the defendants are utilizing the 
good-will of the plaintiff as an aid to selling the perfume. If they 
are not, what necessity is there for specifying on the container that 
“Guerlain’s Shalimar” or “Guerlain’s L’Heure Bleue” is being sold. 
The complaint here is not that the particular perfume is sold at a low 
price, but that plaintiff's perfume is being sold under plaintiff's 
trade-name and brand at a price lower than that fixed for one dram 
or less by the plaintiff in its Fair Trade contracts. A fraction of a 
dram is being sold for less than the fixed minimum price. 

A similar situation was presented in the case of Devoin v. IV. T. 
Grant et al., decided by the Superior Court of California, Los An- 
geles County, on February 11, 1938. There the plaintiff, as exclu- 
sive distributor for Guerlain products in the State of California, 
entered into contracts and established prices under the Fair Trade 
Act of California. The defendant operating a chain of retail stores, 
having been notified of such contracts and the prices stipulated 
therein, sold and offered for sale the products of the plaintiff at prices 
less than the established minimum price. Section 114% of the Cali- 
fornia law is identical with Section 2 of the New York law. The 
California court, holding that the price-fixing contracts entered into 
by the plaintiff and other dealers designated the same price for any 
fraction of a dram as for a full dram of Guerlain perfumes, sus- 
tained the validity of the complaint in the action before it and granted 
a preliminary injunction. The facts there are almost identical with 
the facts presented here. The Fair Trade Act (Chapter 976, Laws 
of 1935, New York) makes “offering for sale or selling any com- 
modity at less than the price stipulated” unfair competition against 
which the plaintiff is entitled to be protected. 

The motion for an injunction pendente lite is granted against 


both defendants. The amount of the bond will be fixed in the order 
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upon proof being furnished oh that point. The cross-motion by the 
defendant Nips, Inc., for an injunction and for judgment on the 
pleadings dismissing the complaint is denied. The motion to dismiss 
the complaint and for judgment on the pleadings made by the de- 


fendant F. W. Woolworth Co. is denied for the foregoing reasons. 
Settle order. 


Tue Pennzow Company v. Hercutes Powper CoMPAaNny 
United States Court of Customs and Patent Appeals 
Opposition No. 14,990 


December 27, 1938 


2 


‘Trape-Marks—Oppos!t10on——“DirensoL” AND “PENNZOIL” AND Bett Device 
-Non-CONFLICTING MARKS. 


A trade-mark consisting of the word “Dipensol” held not to be con- 
fusingly similar to a mark consisting of the word “Pennzoil” and the 
representation of a bell, particularly in view of the difference in the 
goods, which were, respectively, a terpene hydrocarbon solvent, and 
various petroleum products, such as gasolene, naphtha, kerosene, lubri- 
cating oils, neutral oils, cylinder stocks, petrolatum, scale waxes, fuel 
oil and gas oil. 

Appeal from a decision of the Commissioner of Patents dismiss- 
ing appellee’s notice of opposition. Affirmed. For the Commis- 


sioner’s decision see 27 T.-M. Rep. 649. 


Joseph W. Milburn, of Washington, D. C., and John S. Powers, 
of New York City, for appellant. 

Edward B. Beale, of Washington, D. C., and John A. Graves, of 
Wilmington, Del., for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 


ing the decision of the Examiner of Interferences dismissing appel- 


lant’s notice of opposition, and holding appellee entitled to the 
registration of its trade-mark ‘“‘Dipensol,’ for use on a terpenc 
hydrocarbon solvent. 

In its application, serial No. 363,941, filed June 8, 1935, appel 


lee stated that its terpene hydrocarbon solvent was ‘‘for use in all 
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processes and compounds using turpentine, such as paints, varnishes, 
enamels, protective coatings, rubber processing, and cleaning com- 
pounds, etc.” 

Appellee’s product, which is procured by the fractional distilla 
tion of pine wood, is a mixture of terpinene and terpinolene, and 
contains a small amount of dipentene and traces of pinene. It is 
very similar to turpentine in its solvent properties, and is used, to 
a considerable extent, as a substitute therefor. It is used in the 
formulation of paints, but, as stated by the witness Langmeier, 
Director of Sales, Naval Stores Department of the appellee com 
pany, “only in small quantities to accomplish a specific result which 
is not accomplished by turpentine or by petroleum thinners.” Its 
chief use, however, is in the reclaiming of rubber and in the formu 
lation of varnishes. Its use in the rubber reclaiming industry is 
that of a “devulcanizer,” “‘not a solvent,” although it appears that 
it “could be used to dissolve rubber.”’ It is also used in making 
protective coatings, such as “lacquers, nitrocellulose lacquers,” in 
cleaning compounds in the nature of a disinfectant, and in com- 
pounds for cleaning painted surfaces. It is sold directly to rubber 
reclaiming industries, paint and varnish manufacturers, and dis- 
tributors or jobbers in 30- and 55-gallon drums and tank cars. 
Although it is not sold generally in small quantities at retail, it has 
been sold as samples in small containers, such as pints, quarts, and 
gallons. It appears that some of the distributors who handle ap 
pellee’s product also handle naphtha, produced by petroleum re- 
finers, for use in the paint and varnish industry. It further appears 
that appellee’s product is not available either as a lubricant or as a 
motor fuel, and, because of its rosin forming properties, is not 
available for use in the dry cleaning industry. 

Appellant, The Pennzoil Company of California, is a subsidiary 
of, and the major portion of its stock is owned by, The Pennzoil 
Company of Pennsylvania. Appellant is engaged in the marketing 
of gasoline and lubricating oils and greases produced by the parent 


company, and is the owner of registration No. 111,759, issued 


August 1, 1916, on an application filed January 12, 1916, by the 
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Panama Lubricants Company, appellant’s predecessor, of the trade- 
mark “Pennzoil” for use on lubricating oils and greases, and regis- 
tration No. 248,431, issued October 23, 1928, on an application 
filed by it April 18, 1928, of a composite trade-mark, comprising a 
pictorial representation of a bell and the word “Pennzoil” (the 
word “Pennzoil” being the dominant feature of the mark), for use 
on motor fuel oils and lubricating oils and greases. Appellant has 
continuously used its trade-mark on its goods since long prior to 
any use by appellee of its trade-mark “Dipensol,’ and, although 
its sales are restricted to the Pacific Coast states, its trade-mark 
has been extensively advertised throughout the United States in the 
Saturday Evening Post, and in other publications, for many years 


prior to the use by appellee of its trade-mark, and several million 


dollars have been expended by appellant and the parent company 


in advertising the “Pennzoil” trade-mark. 

The Pennzoil Company of Pennsylvania is engaged in producing 
and selling petroleum products, such as “gasoline, naphtha, kero- 
sene, lubricating oil, so-called neutral oils, so-called bright stocks, 
cylinder stocks, scale waxes, petrolatum, fuel oil, [and] gas oil.” 
It has manufactured “thinning” or “V. M. and P. naphtha” for its 
own use for many years, and has used it in the manufacture of 
“barrel paint,” used by it in reconditioning containers, such as 
drums, in which some of its products are distributed, and, although 
it has sold some of this type of naphtha, there is no evidence of 
record that it is selling it at the present time. It appears that 
“V. M. and P. naphtha” is listed in trade publications as a solvent. 
However, the extent of its use as such is not stated in the record. 
The parent company also manufactures and sells a “cleaning 
naphtha” for use in cleaning garments, fabrics, linens, etc., which 
is sold to the public through the company’s branches, commonly 
called ‘gasoline service stations,” under the trade-mark “Pennzoil.” 
The appellant company, however, does not now sell, and never has 
sold, either ‘“V. M. and P. naphtha” or “cleaning naphtha.” In 


addition to lubricating oils and greases on which it uses its mark 
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Pennzoil,” the appellant company sells gasoline under the trade- 
mark “Pennzip.” 

In opposing the registration of appellee’s trade-mark, appellant 
relies here upon the confusion-in-trade clause of section 5 of the 
Trade-Mark Act of February 20, 1905. Counsel for appellant con- 
tend that the goods of the respective parties possess the same de- 
scriptive properties; that appellee’s trade-mark “Dipensol” and 
appellant’s trade-mark “Pennzoil” are confusingly similar; that, 
although appellant does not now sell, and never has sold, either 
“V. M. and P. naphtha” or “cleaning naphtha,” it might in the 
future in the normal extension of its business engage in the sale of 
either or both, and that it should not be hampered or embarrassed 
in the use of its trade-mark “Pennzoil” on such products; that as 
both “V. M. and P. naphtha” and “cleaning naphtha” are competi 
tive with appellee’s product, confusion in trade would result by ihe 
concurrent use by the parties of their respective trade-marks; and 
that as appe!lant’s trade-mark is a valuable one, appellant would 
be injured by the registration of appellee’s mark. 

The Examiner of Interferences was of opinion that, although 
the goods of the respective parties possessed the same descriptive 
properties, they differed to such an extent that, considering the 
difference in the respective trade-marks, confusion in trade would 
not be likely to result from the concurrent use of the marks, and, 
accordingly, dismissed the notice of opposition. 

With reference to the right of appellant to extend its use of its 
trade-mark to naphtha, the Commissicner, in his decision affirming 
the decision of the Examiner of Interferences, said: 


An opposer has never applied its mark to any such product, and the 
possibility of its doing so is purely speculative, I do not think the question 
of particular importance in the present proceeding. But even if opposer 
were now dealing in naphtha, that fact would not change my view that con- 
fusion is unlikely to result from applicant’s use of its mark on the goods 
described in the application. 

If the two marks “Pennzoil” and “Dipensol” were used with identical or 
closely related merchandise the probability of confusion would be apparent. 
Or if the marks were identical it is likewise possible that confusion might 
result from their concurrent use with the goods here involved. But as the 
marks are different, and the goods are not the same, I am clearly of the 
opinion that there is no reasonable likelihood that confusion will occur. 
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It is not seriously argued here by counsel for appellee that the 
goods of the respective parties do not possess the same descriptive 
properties. It is argued by counsel, however, that, considering the 
difference in the goods of the parties and the difference in the in- 
volved marks, there is no likelihood of confusion in trade, even 
though appellant extends the use of its mark to naphtha, a product 
which it does not now sell. 

It may be, as argued by counsel for appellant, that “V. M. and 
P. naphtha” may be used as a “rubber solvent” and as a solvent or 
thinner in the manufacture of paints and varnishes. However, the 
extent of its use for such purposes does not appear from the record, 
nor is there anything of record to establish that it is sold at retail. 
We must assume, therefore, so far as the issues in this case are 
concerned, that when it is purchased by the “rubber solvent trade’’ 
and paint and varnish manufacturers, it is purchased in wholesale 
quantities, either directly from manufacturers thereof or through 


jobbers or distributors as is appellee’s product. That such pur- 


chasers are far more discriminating than those of the general public 


who purchase goods a retail, cannot be seriously questioned. In 
purchasing goods like those here involved, discriminating purchasers 
would not likely be misled by the concurrent use of the involved 
trade-marks either as to the character or origin of the goods. Ac- 
cordingly, we are of opinion that purchasers of “V. M. and P. 
naphtha” would not be confused by the concurrent use by the 
parties of their trade-marks on their respective goods, assuming 
that appellant should sometime in the future extend its business 
to include the sale of “V. M. and P. naphtha” and extend the use of 
its trade-mark to that product. In this connection, we think it 
proper to observe that there is nothing of record to indicate that 
“V. M. and P. naphtha” and appellee’s product possess the same 
character of effectiveness as solvents, or that they are commercially 
competitive. 

With regard to “cleaning naphtha,” used in the cleaning of 
clothing, it clearly appears from the record that appellee’s product 


is not available for such use bechuse of its rosin-forming proper- 
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ties. Furthermore, we find nothing of record to establish that 
those products are commercially competitive or that they are used 
commercially for the same purposes. 

The Pennzoil Company of Pennsylvania also produces coating 
products, referred to in the record as “ ‘Pennzoil’ anti-rust oil, 
‘Pennzoil’ coating oil, ‘Pennzoil’ No. 3 slushing oil, ‘Pennzoil’ No. 6 
slushing oil, [and] ‘Pennzoil’ No. 10 slushing oil.” 

“Pennzoil coating oil” is used for coating steel sheets, such as 
automobile plates, to prevent them from rusting. The “Pennzoil 
slushing oils’ have similar uses. Those products are sold for ex 
port to foreign countries, and to steel mills in the United States. 
The only similarity of use between appellee’s product and _ th: 
coating and slushing oils produced and sold by the Pennzoil Com- 
pany of Pennsylvania is that appellee’s product could be used as a 
diluent in a compound manufactured for the use to which such coat 
ing and slushing oils are put. 

We are of opinion, therefore, considering the difference in the 
marks and the differences in the character and uses of the goods of 
the respective parties, that the concurrent use of the involved trade 
marks would not be likely to cause confusion in trade or result in 
damages to appellant, even though appellant should sometime in 
the future extend its business to include the sale of “V. M. and P. 
naphtha,” “cleaning naphtha,” and the several coating products 
produced by its parent company, The Pennzoil Company of Penn 
sylvania. 

The decision is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, as 
a trade-mark for whisky, the notation “Maryland Rose,” in view of 
the prior registration under the ten-year clause of the Act of 1905, 
of the term “‘Melrose”’ as a trade-mark for the same goods. 


The ground of the decision is that the marks are confusingly) 
similar. ° 
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With reference to applicant’s argument that since the opposer 
took no testimony he had necessarily failed to prove he would be 


damaged by the registration of applicant’s mark, the Assistant Com- 
missioner said: 


It is too well established, however, to require citation of authorities, that 
if an opposer’s registered trade-mark is so nearly resembled by a mark 
sought to be registered for merchandise of the same descriptive properties 
as to be likely to confuse the public or to deceive purchasers, damage to the 
opposer will be presumed without more. And as I understand the opinion 
of the Supreme Court in Thaddeus Davids Co. v. Davids Manufacturing Co., 
233 U. S. 461 [4 T.-M. Rep. 175], it makes no difference that the opposer's 
registration was effected under the ten-year proviso. Section 16 applies to 
all registrations “under the provisions of this act,” and declares them to 
be “prima facie evidence of ownership” of all marks registered thereunder. 


Then, after stating that the marks differed considerably in ap- 
pearance, but when pronounced they sound very much alike, he stated 
that in his opinion they would therefore be confused by a consider- 
able number of purchasers and said: 


As was observed by the Court of Customs and Patent Appeals in Eng- 
luonder v. Continental Distilling Corporation, 25 C. C. P. A. 1022, 95 F. (2d) 
320 [28 T.-M. Rep. 265], this would be “particularly true where the goods 
of the parties are purchased by the drink rather than by the bottle,” for 
then the purchaser usually has no opportunity to see either mark and must 
depend entirely on sound. Resolving possible doubts in favor of the first 
comer, it is my opinion that the opposition was properly sustained. 


Referring to the holding of the Examiner of Interferences that 
applicant’s mark was unregistrable on the ground that “Maryland” 
was a geographical term, and stating applicant had tendered a dis- 
claimer of that word which was refused entry, he said: 


If any conclusion is correct that applicant’s mark is confusingly similar 
to opposer’s mark, it obviously would remain so even though the disclaimer 
were entered. Should applicant finally prevail in the opposition proceeding 
the disclaimer may then be presented to the Examiner of Trade-Marks for 
appropriate action. Until then it has no bearings upon applicant’s right 
to register its mark.! 


Frazer, A. C.: Held that applicant is not entitled to register the 
term “Kuralgia for Relief of Pain,” the last four words being dis- 


‘Records & Goldsborough, Incorporated v. Kasbo Distillers Products 
Corp., Opp’n No. 16,744, 163 M. D. 187, December 9, 1938. 
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claimed, as a trade-mark for medicinal preparation for relief of pain, 


in view of the prior registration by opposer, of the term “Peralga” 
for medicinal preparation recommended as a pain alleviator. 

The ground of the decision is that the marks are confusingly 
similar as applied to the goods of the parties. 

With reference to the goods, the Assistant Commissioner said: 


While it is established by the testimony that the two remedies differ in 
composition and are not identical in purpose or effect, the fact remains that 
they are both medicines in tablet form intended for internal application to 
relieve pain; and for the purposes of this proceeding they must be treated 
as substantially the same. 


With reference to the marks, he said: 


The marks are very similar, especially in sound; and I find myself in 
agreement with the Examiner of Interferences “that there is at least reason- 
able doubt upon the question of likelihood of confusion.” Resolving that 
doubt in favor of the first user, I am constrained to hold that the opposition 
was properly sustained.* 


Frazer, A. C.: Held that applicant is not entitled to register the 
phrase “All American” as a trade-mark for bicycles, in view of 
certain registrations issued to opposer for the same goods, one con- 
sisting of the word “American,” registered under the Act of 1920, 
and the other of the words “American National Co.,’” distinctively 
displayed in association with the picture of an eagle. 

In his decision, after stating that in his opinion the concurrent 
use of these marks on the goods of the parties would undoubtedly 
lead to confusion, he said: 


After careful consideration of applicant’s argument to the contrary, I am 
also of the opinion that the Examiner of Interferences was correct in hold- 
ing the expression “All American” to be merely a geographical term within 
the meaning of the statute. In the recent case of R. W. Eldridge Co. v. 
Southern Handkerchief Manufacturing Co., 163 M. D. 174 [29 T.-M. Rep. 
50], I made a similar ruling with respect to the same mark for different 
goods, and I am not convinced that such ruling was erroneous.® 


2 Schering & Glatz, Inc. v. United States Drug & Chemical Corporation, 
Opp’n No. 16,582, 163 M. D. 188, December 15, 1938. 

3The American National Company v. The Cleveland Welding Company, 
Opp’n No. 16,482, 163 M. D. 189, December 15, 1938. 








